SALE OF TECHNOLOGY AGREEMENT

This Sale of Technology Agreement ("Agreement") is made and effective this [Date]
, by and between [Buyer]
 ("Buyer"), and [Seller]
 ("Seller").

Seller has developed and owns all rights, including the copyright, to certain computer software and related documents.

Buyer wishes to purchase, and Seller wishes to sell, such software and documentation, the related goodwill and all other associated property rights, including all copyrights and all rights to enhanced, modified and updated versions and derivative works related thereto.

NOW, THEREFORE, in consideration of the premises and the mutual covenants contained herein, the parties agree as follows:

1.  Transfer.

A.  Software.   Seller hereby sells, assigns, conveys and transfers to Buyer all of Seller's right, title and interest in and to the following described computer software (the "Software"): [Software]
.  The Software shall include, but is not limited to :

(i)
The Software in all versions and all forms of expression thereof, including but not limited to the Software source code, object code, flow charts, and block diagrams, and programmer documentation, previous versions, notes, other information relating to the Software; and all copyrights, trade secrets, patentable inventions, proprietary rights and intellectual property contained therein or connected therewith, including without limitation Seller's copyright in the Software;

(ii)
All existing copies of the Software in Seller's possession or control, whether in source or object code form, and whether on magnetic storage media, paper or any other media; and

(iii)
All of Seller's interest in the license(s) of the Software including original copies of all outstanding license agreements granted to the following, if any:  [Third Party Licensees].

B.  Delivery.   The Software shall be delivered to Buyer promptly following execution of this Agreement.  Seller shall from time to time, but without further consideration, execute and deliver such instruments or documents and take such other action as is reasonably necessary which Buyer may request in order to more effectively carry out this Agreement and to vest in Buyer the Software and title thereto.

2.  Purchase Price.

In consideration for the transfer of the Software and the promises of Seller herein, Buyer shall pay to Seller, [Purchase Price]
 upon delivery of the Software.

3.  Representations and Warranties of Seller.

Seller represents, warrants and covenants as follows:

A.  Title;  Infringement.   Seller has good and marketable title to the Software, including the copyright to the Software, and has all necessary rights to enter into this Agreement without violating any other agreement or commitment of any sort.  Seller does not have any outstanding agreements or understandings, written or oral, concerning the Software, except as identified in Section 1.A.(iii) above.  The Software does not infringe or constitute a misappropriation of any trademark, patent, copyright, trade secret, proprietary right or similar property right.  Seller agrees to defend, indemnify and hold Buyer, its subsidiaries, affiliates and licensees harmless against any action, suit, expense, claim, loss, liability or damage based on a claim that the Software infringes or constitutes a misappropriation of any trademark, patent, copyright, trade secret, proprietary right or similar property right.  Buyer shall give Seller prompt written notice of any such claim.  Seller shall assume responsibility for defending any suit or proceeding brought against Buyer based on any claim that the Software infringes or constitutes a misappropriation of any trademark, patent, copyright, trade secret, proprietary right or similar property right; provided, however, that Buyer shall give Seller prompt notice in writing of the assertion of any such claim and of the threat or institution of any such suit or proceeding, and all authority, information and assistance required for the defense of the same.  Seller shall pay all damages and costs awarded against Buyer, but shall not be responsible for any cost, expense or compromise incurred without Seller's consent.

B.  No Liens.   The Software is not subject to any lien, encumbrance, mortgage or security interest of any kind.  Seller's conveyance of the Software shall be free of any such interest, excepting only the interests of the third party licenses identified in Section 1. A. (iii) above, if any.

C.  Authority Relative to this Agreement.   This Agreement is a legal, valid and binding obligation of Seller.  The execution and delivery of this Agreement by Seller and the performance of and compliance by Seller with the terms and conditions of this Agreement will not result in the imposition of any lien or other encumbrance on any of the Assets, and will not conflict with or result in a breach by Seller of any of the terms, conditions or provisions of any order, injunction, judgment, decree, statute, rule or regulation applicable to Seller, the Software, or any note, indenture or other agreement, contract, license or instrument by which any of the Software may be bound or affected.  No consent or approval by any person or public authority is required to authorize or is required in connection with, the execution, delivery or performance of this Agreement by Seller.

D.  No Default.  There is no outstanding default by Seller or any third party license of the Software of any material obligation in the licenses identified in Section 1.A. (iii) above, if any.

4.  No Brokers.

All negotiations relative to this Agreement have been carried on by Buyer directly with Seller, without the intervention of any person as the result of any act of Buyer or Seller (and, so far as known to either party, without the intervention of any such person) in such manner as to give rise to any valid claim against the parties hereto for brokerage commissions, finder's fees or other like payment.

5.  Consents, Further Instruments and Cooperation.

Buyer and Seller shall each use their respective best efforts to obtain the consent or approval of each person or entity, if any, whose consent or approval shall be required in order to permit it to consummate the transactions contemplated hereby, and to execute and deliver such instruments and to take such other action as may be required to carry out the transaction contemplated by this Agreement.  Seller shall execute, or cause its employees and agents to execute, any patent or copyright application or other similar document or instrument, following Buyer's reasonable request.

6.  Limitation of Liability.

OTHER THAN AS SET FORTH IN SECTION 3.A. OR UPON THE BREACH OF ANY WARRANTY, NEITHER BUYER NOR SELLER SHALL BE LIABLE TO THE OTHER FOR ANY INDIRECT, SPECIAL, INCIDENTAL OR CONSEQUENTIAL DAMAGES ARISING OUT OF OR RELATED TO THIS AGREEMENT OR ANY PERFORMANCE HEREUNDER, EVEN IF SUCH PARTY HAS ADVANCE NOTICE OF THE POSSIBILITY OF SUCH DAMAGES, WHETHER BASED ON A THEORY OF CONTRACT, TORT, STRICT LIABILITY OR OTHERWISE.

7.  Buyer's Use of the Software.

Buyer may, at its sole discretion, market, license and sell the Software under names and tradenames of its own choosing, and may develop updated and modified versions and derivative works of the Software without attribution of authorship to Seller.  Buyer shall own all rights and title, including copyrights, in and to updated and modified versions and derivative works of the Software without requiring permission from Seller and without incurring payment obligations in addition to those provided herein.  Buyer may market or use the Software in whatever manner and at whatever prices it sees fit.

8.  Seller's Non-Use of the Assets.

Seller retains no rights whatsoever in the Software and does not retain the right to use the Software or any material relating to the Software for any purpose, personal, commercial, or otherwise.  Seller furthermore shall maintain all information relating to the Software or use of the Software in confidence and shall not disclose any aspect of the Software to any third party without the prior written consent of Buyer.  Seller agrees not to participate in any activities relating to development, marketing or sale of computer software or other materials that would compete, directly or indirectly, with Buyer's marketing or distribution of the Software for a period of [Restriction Period]
.

9.  Governing Law.

This Agreement shall be construed and enforced in accordance with the laws of the State of [State of Governing Law].

10.  Assignment.

Seller may not assign this Agreement or any obligation herein without the prior written consent of Buyer.  This Agreement shall be binding upon and inure to the benefit of the parties named herein and their respective heirs, executors, personal representatives, successors and assigns.

11.  Entire Agreement.

This Agreement contains the entire understanding of the parties, and supersedes any and all other agreements presently existing or previously made, written or oral, between Buyer and Seller concerning its subject matter.  This Agreement may not be modified except by a writing signed by both parties.

12.  Severability.

If any provision of this Agreement is declared by a court of competent jurisdiction to be invalid, void or unenforceable, the remaining provisions of this Agreement nevertheless will continue in full force and effect without being impaired or invalidated in any way.

13.  Notices.
   

All notices, requests, demands, and other communications hereunder shall be deemed to have been duly given if delivered or mailed, certified or registered mail with postage prepaid:


If to Buyer:


[Buyer]


[Buyer's Address]


If to Seller:


[Seller]


[Seller's Address]

14.  Relationship of the Parties.

The relationship between Buyer and Seller under this Agreement is intended to be that of buyer and seller, and nothing in this Agreement is intended to be construed so as to suggest that the parties hereto are partners or joint venturers, or either party or its employees are the employee or agent of the other.  Except as expressly set forth herein, neither Buyer nor Seller has any express nor implied right or authority under this Agreement to assume or create any obligations on behalf of or in the name of the other or to bind the other to any contract, agreement or undertaking with any third party.

15.  Headings.

Headings used in this Agreement are provided for convenience only and shall not be used to construe meaning or intent.

IN WITNESS WHEREOF, the parties have executed this Agreement as of the day and year first above written.

[Buyer] Signature Block

[Seller] Signature Block

[Buyer] Signature Block

[Seller] Signature Block

[Buyer] Signature Block

[Seller] Signature Block

[Buyer] Signature Block

[Seller] Signature Block

�PAGE \# "'Page: '#'�'"  ��WHAT


Enter the date that you want the Agreement to become effective.


�PAGE \# "'Page: '#'�'"  ��WHO


LegalPoint assumes the Buyer is a corporation, but it could also be some other type of organization, or an individual.


�PAGE \# "'Page: '#'�'"  ��WHO


LegalPoint assumes the Seller is an individual, but it could also be a corporation or some other type of organization.


�PAGE \# "'Page: '#'�'"  ��This section sets forth the basic obligation of the owner of the Software to convey it to the Buyer.  The items transferred to the Buyer include not only the Software, but also important related items, such as:





-  all programmer documentation and all of the different versions of the Software


	


-  all of the property interests associated with the Software, including copyrights, trade secrets and other proprietary rights


	


-  all of the Seller's interest in any licenses of the Software


	


The Seller is also obligated to sign other documents after the sale to make sure the transfer of all these rights is legally carried out.


�PAGE \# "'Page: '#'�'"  ��WHAT


Identify the Software being sold.  Clearly describe the software, or provide the trade name of the software.








HOW


It is important to fully and clearly identify the Software that is being sold.  If the Software has a tradename, use it here.  Include any version or release numbers.  If the Seller has already registered a copyright of the Software, it would be helpful to use the same name or description used in the application or registration form.  A copy of the written version of the Software may be attached as an exhibit to the Agreement to ensure proper identification.








SAMPLE TEXT


"Turbo Widget for Windows, version 1.3"





"a database management program for organizing employee related information, written originally in the C++ language"


�PAGE \# "'Page: '#'�'"  ��WHAT


Enter the names of any third party licensees.  If Seller has not licensed the Software to anyone else, insert "none".








WHY


In some cases, the Seller will have licensed use of the Software to others prior to the sale to the Buyer.  In those cases, the names of all such licensees should be entered here so that the Seller's interest in any license agreements is transferred to Buyer.  


Before completing the transaction, the Buyer should review the written license agreements with those third parties to ensure that the terms of the licenses are acceptable.


�PAGE \# "'Page: '#'�'"  ��This section states the amount that the Buyer will pay to the Seller for the purchase of the Software.


�PAGE \# "'Page: '#'�'"  ��WHAT


Enter the purchase price for the Software.  Enter the amount in both written and number form.  Example: "Fifty thousand dollars ($50,000)"








ADDITIONAL INFORMATION


The Agreement assumes a one-time payment upon the delivery of the Software, including related items such as flow charts, documentation, third party licenses and all other related materials.


�PAGE \# "'Page: '#'�'"  ��A software buyer must be sure that it is acquiring all of the ownership rights associated with the software.  After the transfer is completed, the worst thing that can happen is for a third party (such as old employee of the Seller or a lender with a lien on the Software) to successfully assert a claim superior to Buyer's interest.  To help protect the Buyer, this section includes certain "representations and warranties" by the Seller that it is the owner of the Software and will convey complete ownership to the Buyer.  If any of these promises of the Seller prove to be false, this section provides a basis for the Buyer to recover damages for breach of warranty, and also possibly fraud.


�PAGE \# "'Page: '#'�'"  ��Brokers or other agents or finders sometimes help bring software sellers and buyers together.  Like real estate agents, they earn a commission. The commission is usually a percentage of the purchase price, paid by the Seller when the purchase price is received. This section includes a promise by both parties that neither has used such a broker or agent in the sale of the Software and that no commissions are owed.


�PAGE \# "'Page: '#'�'"  ��Following the completion of the sale of the Software, it is not unusual for the Buyer later to need the Seller to sign some document or application related to the Software. For example, the Buyer may want to apply to register the copyright or apply for a patent. This section obligates the Seller to sign those applications or other documents reasonably needed by the Buyer to give effect to the purchase of the Software.


�PAGE \# "'Page: '#'�'"  ��WHAT


This clause limits the liability of both parties.  This means neither party is obligated to pay the other any consequential or special damages if a dispute arises out of the Agreement.  Note the exception, below.





For example, if the Software does not operate as Buyer had hoped, or if the Buyer is unable to remarket the Software, the Buyer cannot collect any lost profits or similar damages from the Seller.





The exception to this is the Seller's warranty of title (ie. the Seller's promise that it has clear ownership of the software).  If it turns out that the Seller did not have clear ownership of the software, and if the Buyer is damaged because of this, the Buyer can still sue for "consequential" damages like lost profits.


�PAGE \# "'Page: '#'�'"  ��Even though the Seller is conveying ownership of the Software to the Buyer, the Seller still has valuable knowledge about the Software and how to develop it. In this section, the Seller agrees not to use that knowledge with any of the Buyer's competitors for a certain period of time.


�PAGE \# "'Page: '#'�'"  ��WHAT


Determine the amount of time that the Seller is restricted from dealing in competing software.








WHY


Even though the Seller has transferred all copies of the Software to Buyer, the Seller will naturally retain some knowledge of the Software.  While the Seller has no rights in the Software, it can use that knowledge to "start over" and create competitive or similar products.  Buyers often require that Sellers specifically agree not to create competitive software for a period of time after the sale.








IMPORTANT TIP


Be careful not to make the restriction period too long, especially if the Seller is an individual.  If the restriction period is too long, the Seller may be able to argue in court that this agreement is preventing him from being gainfully employed in his field of expertise.  Courts generally do not approve of agreements that keep people from working in their area of expertise; if the court becomes convinced that this agreement is preventing the Seller from working in their field, the court may declare the agreement to be "unenforceable."





However, courts understand the need for these types of agreements, as long as the restriction period is "reasonable."  A restriction period of up to two years is almost always considered reasonable, but restriction periods greater than three years may be viewed unfavorably.  The greater the length of the restriction period, the greater the risk that a court may find the restriction unenforceable.  You should consult an attorney if you are considering a period of over three years.


�PAGE \# "'Page: '#'�'"  ��Contract law varies from state to state.  This section specifies which state's laws will be used to interpret and enforce this Agreement.


�PAGE \# "'Page: '#'�'"  ��WHAT


Enter state whose law will govern the interpretation of this Agreement.  Spell out the full name of the state (e.g. use "California", not "CA").








WHY


Contract law varies slightly from state to state.  Choosing  a state now prevents confusion about which state's law applies.  Also, you or your lawyer may be aware of some advantage in your state's law, compared to another state.








HOW


Choose either the home state of the Buyer, or the home state of the Seller.  Often, the Buyer has greater negotiating leverage, and the Seller is willing accept the Buyer's home state.





The state you choose should have some connection to the Agreement and the parties.  It is possible to pick an entirely unrelated state, but it is generally not a good idea.  A judge may decide to ignore your choice if the state is not somehow related to either the parties or the Agreement.


�PAGE \# "'Page: '#'�'"  ��This section insures that the Seller does not assign his or her obligation to someone else without the consent of the Buyer.  This mostly protects the Buyer by prohibiting the Seller from assigning its obligations to someone who is not capable of fulfilling them.


�PAGE \# "'Page: '#'�'"  ��Parties often have several discussions and exchange letters before signing a written agreement.  This section makes it clear that this written agreement is the final agreement between the parties, and that it supersedes any prior discussions and letters.





This section also specifies that any amendments to this Agreement must be made in writing.


�PAGE \# "'Page: '#'�'"  ��Sometimes, courts rule that a section of an agreement is invalid, or unenforceable.  This could result in the court rejecting the entire agreement.





The severability section attempts to keep the rest of the Agreement in effect, even if a portion of it is ruled invalid.


�PAGE \# "'Page: '#'�'"  ��This section establishes exactly how the parties are to formally notify each other about matters related to the agreement.





Be sure to follow these provisions when giving notice about important matters.


�PAGE \# "'Page: '#'�'"  ��WHO


LegalPoint assumes the Buyer is a corporation, but it could also be some other type of organization, or an individual.


�PAGE \# "'Page: '#'�'"  ��WHO


LegalPoint assumes the Buyer is a corporation, but it could also be some other type of organization, or an individual.


�PAGE \# "'Page: '#'�'"  ��WHO


LegalPoint assumes the Seller is an individual, but it could also be a corporation or some other type of organization.


�PAGE \# "'Page: '#'�'"  ��WHO


LegalPoint assumes the Seller is an individual, but it could also be a corporation or some other type of organization.


�PAGE \# "'Page: '#'�'"  ��This section makes clear that the parties are not partners, they are not engaged in a joint venture, and there is no employee or agency relationship.  While it would be difficult to construe any part of the Agreement as creating such a relationship, it is helpful to clarify the parties' intentions that they are nothing more than buyer and seller.


�PAGE \# "'Page: '#'�'"  ��This section states that the headings are included only to make the Agreement easier to read.  They cannot be used to change the meaning of the Agreement.


�PAGE \# "'Page: '#'�'"  ��WHO


LegalPoint assumes the Buyer is a corporation, but it could also be some other type of organization, or an individual.


�PAGE \# "'Page: '#'�'"  ��WHO


LegalPoint assumes the Seller is an individual, but it could also be a corporation or some other type of organization.


�PAGE \# "'Page: '#'�'"  ��WHO


LegalPoint assumes the Buyer is a corporation, but it could also be some other type of organization, or an individual.


�PAGE \# "'Page: '#'�'"  ��WHO


LegalPoint assumes the Seller is an individual, but it could also be a corporation or some other type of organization.


�PAGE \# "'Page: '#'�'"  ��WHO


LegalPoint assumes the Buyer is a corporation, but it could also be some other type of organization, or an individual.


�PAGE \# "'Page: '#'�'"  ��WHO


LegalPoint assumes the Seller is an individual, but it could also be a corporation or some other type of organization.


�PAGE \# "'Page: '#'�'"  ��WHO


LegalPoint assumes the Buyer is a corporation, but it could also be some other type of organization, or an individual.


�PAGE \# "'Page: '#'�'"  ��WHO


LegalPoint assumes the Seller is an individual, but it could also be a corporation or some other type of organization.





